
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box U50 

Alexandria, Virginia 223 13-1450 
www.uspio.gov 



APPLICATION NO. j 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. j 


10/530,930 


04/1 1/2005 


Hartmut Nikolai 


12810-00078-US 


7726 



23416 7590 11/14/2006 

CONNOLLY BOVE LODGE & HUTZ, LLP 
P O BOX 2207 
WILMINGTON, DE 19899 



EXAMINER 



ART UNIT 



COOLEY, CHARLES E 



PAPER NUMBER 



1723 

DATE MAILED: 11/14/2006 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action Summary 


Application No. 

10/530,930 


Applicant(s) 

NIKOLAI ET AL 


Examiner 

l-Aul 1 1 1 1 ID 1 

Charles E. Cooley 


Art Unit 

1723 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address -- 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE MONTH(S) OR THIRTY (30) DAYS, 

WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)D Responsive to cx)mmunication(s) filed on . 

2a)D This action is FINAL. 2b)l3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) I3 Claim(s) 10-16 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) H Claim(s) 10-16 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) Q Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) M The specification is objected to by the Examiner. 

10)S The drawing(s) filed on 11 April 2005 is/are: a)D accepted or b)M objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)13 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 
. a)SAII b)D Some * c)D None of: 

1 Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. (3 Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) |3 Notice of References Cited (PTO-892) 4) D Interview Summary (PTO-413) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) I3 Information Disclosure Statement(s) (PTO/SB/08) 5 ) D Notice of Informal Patent Application 

Paper No(s)/Mail Date 20050411 . 6) □ Other: . 
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NON-FINAL OFFICE ACTION 

1 . This application has been assigned to Technology Center 1 700, Art Unit 1 723 
and the following will apply for this application: 

Please direct all written correspondence with the correct application serial 
number for this application to Art Unit 1 723. 

Telephone inquiries regarding this application should be directed to the 
Electronic Business Center (EBC) at http://www.uspto.gov/ebc/index.html or 1-866-217- 
9197 or to the Examiner at (571) 272-1139. All official facsimiles should be transmitted 
to the centralized fax receiving number 571-273-8300. 

Priority 

2. Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)- 
(d). All of the CERTIFIED copies of the priority documents have been received in this 
national stage application from the International Bureau (PCT Rule 17.2(a)). 

Information Disclosure Statement 

3. Note the attached PTO-1449 form submitted with the Information Disclosure 
Statement filed 1 1 APR 2005. 

Drawings 

4. The drawings are objected to under 37 CFR § 1 .83(a) since the drawings must 
show every feature of the invention specified in the claims. Therefore, the following 
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features must be shown or the features canceled from the claims. No new matter 
should be entered. 

a. the subject matter of claim 1 1 is not shown. 
5. The drawings are objected to because of the following informalities: 

a. the different views (such as the multiple figures of Figs. 2 and 4) are not 
numbered separately in consecutive Arabic numerals in the order in which they 
appear on the drawing sheets (37 CFR 1 .84(u)). 

b. the drawing Figures 2, 3, and 5 lack appropriate reference characters and 
lead lines to identify the illustrated elements (37 CFR 1 .84(p)(q)). 

c. reference characters 2bi, 3bi, 2b 2 , 3b 2 , 4bi, 4b 2 , 4b 3 described in the 
specification are not found in the drawings. Applicant should verify that (1) all 
reference characters in the drawings are described in the detailed description 
portion of the specification and (2) all reference characters mentioned in the 
specification are included in the appropriate drawing Figure(s) as required by 37 
CFR1.84(p)(5). 

Applicant should also ensure a proper one-to-one correspondence between the 
specification and drawings in accordance with MPEP 608.01(g) and 37 CFR 1 .84(f). 
The brief description of the drawings and the descriptive portion of the specification 
require revision in accordance with the above drawing objections. 

Correction is required. 
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INFORMATION ON HOW TO EFFECT DRAWING CHANGES 
Replacement Drawing Sheets 

Drawing changes must be made by presenting replacement figures which incorporate 
the desired changes and which comply with 37 CFR 1 .84. An explanation of the 
changes made must be presented either in the drawing amendments, or remarks, 
section of the amendment. Any replacement drawing sheet must be identified in the top 
margin as "Replacement Sheet" (37 CFR 1 .121 (d)) and include all of the figures 
appearing on the immediate prior version of the sheet, even though only one figure may 
be amended. The figure or figure number of the amended drawing(s) must not be 
labeled as "amended." If the changes to the drawing figure(s) are not accepted by the 
examiner, applicant will be notified of any required corrective action in the next Office 
action. No further drawing submission will be required, unless applicant is notified. 

Identifying indicia, if provided, should include the title of the invention, inventor's name, 
and application number, or docket number (if any) if an application number has not 
been assigned to the application. If this information is provided, it must be placed on the 
front of each sheet and centered within the top margin. 

Annotated Drawing Sheets 

A marked-up copy of any amended drawing figure, including annotations indicating the 
changes made, may be submitted or required by the examiner. The annotated drawing 
sheets must be clearly labeled as "Annotated Marked-up Drawings" and accompany the 
replacement sheets. 

Timing of Corrections 

Applicant is required to submit acceptable corrected drawings within the time period set 
in the Office action. See 37 CFR 1 .85(a). Failure to take corrective action within the set 
period will result in ABANDONMENT of the application. 

If corrected drawings are required in a Notice of Allowability (PTOL-37), the new 
drawings MUST be filed within the THREE MONTH shortened statutory period set for 
reply in the "Notice of Allowability." Extensions of time may NOT be obtained under the 
provisions of 37 CFR 1 .136 for filing the corrected drawings after the mailing of a Notice 
of Allowability. 
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Specification 

6. The specification has not been checked to the extent necessary to determine the 
presence of all possible minor errors. Applicant's cooperation is requested in correcting 
any errors of which applicant may become aware in the specification. 

7. The disclosure is objected to because of the following informalities: 

a. references to the features of particular claims throughout the specification 
are improper (e.g., see page 3, lines 40-41) because the specification should positively 
recite the features of the claims rather than inferentially referring to subject matter of a 
particular claim through incorporation by reference thereto. 

b. the specification lacks a -Brief Description of the Drawings- section. It 
appears this section should be added at page 3, after line 41 . 

c. The specification should have the following headings inserted therein at 
the appropriate locations in accordance with 37 CFR 1 .77: 

Arrangement of the Specification 

The following order or arrangement is preferred in framing the specification and, 
except for the title of the invention, each of the lettered items should be preceded by the 
headings indicated below. 

(a) Title of the Invention. 

(b) Cross-References to Related Applications (if any). 

(c) Statement as to rights to inventions made under Federally- 
sponsored research and development (if any). 

(d) Background of the invention. 

1 . Field of the Invention. 

2. Description of the Related Art including information 
disclosed under 37 C.F.R. §§ 1 .97-1 .99. 

(e) Summary of the Invention. 

(f) Brief Description of the Drawing. 
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(g) Description of the Preferred Embodiment(s). 

(h) Claim(s). 

(I) Abstract of the Disclosure. 
Appropriate correction is required. 

8. The Abstract of the Disclosure is objected to because: 

a. the abstract is not a single paragraph. 

b. the abstract is too long. 

Correction is required. See MPEP § 608.01(b). 

9. The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed (MPEP 606.01). 

Claim Objections 

10. New claim 14 depends from cancelled claim 1 . 
Correction is required. 

Claim Rejections - 35 U.S.C. § 112, second paragraph 

1 1 . The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out 
and distinctly claiming the subject matter which the applicant regards as his 
invention. 

12. New claim 13 is rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 
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The second paragraph of 35 U.S.C. § 112 requires a claim to particularly point 
out and distinctly claim the subject matter which applicant regards as the invention. 
Under In re Hammack, 427 F.2d 1378, 166 USPQ 204 (CCPA 1970) and In re Moore, 
169 USPQ 236 (CCPA 1971), claims must be analyzed to determine their metes and 
bounds so that it is clear from the claim language what subject matter the claims 
encompass. This analysis must be performed in light of the applicable prior art and the 
disclosure. The definiteness of the claims is important to allow others who wish to enter 
the market place to ascertain the boundaries of protection that are provided by the 
claims. Ex parte Kristensen, 10 USPQ 2d 1701, 1703 (BPA1 1989). 

One of the purposes of 35 U.S.C. § 1 12, second paragraph, "is to provide those 
who would endeavor, in future enterprise, to approach the area circumscribed by the 
claims of a patent, with adequate notice demanded by due process of law, so that they 
may more readily and accurately determine the boundaries of protection involved and 
evaluate the possibility of infringement and dominance." In re Hammack, supra. As set 
forth in Amgen Inc. v. Chugai Pharmaceutical Co., Ltd., 927 F.2d 1200, 1217, 18 
USPQ2d 1016, 1030 (Fed. Cir. 1991). 

The statute requires that °[t]he specification shall conclude with one or more claims 
particularly pointing out and distinctly claiming the subject matter which the applicant 
regards as his invention." A decision as to whether a claim is invalid under this provision 
requires a determination whether those skilled in the art would understand what is 
claimed. See Shatterproof Glass Corp. v. Libbey-Owens Ford Co., 758 F.2d 613, 624, 
225 USPQ 634, 641 (Fed. Cir. 1985) (claims must "reasonably apprise those skilled in 
the art" as to their scope and be "as precise as the subject matter permits."). 
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1 3. Claim 1 3 fails to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention and are therefore of indeterminate scope for 
the following reasons: It is not known what the scope of "an adjacent device is" within 
the context of the claims. 

Claim Rejections - 35 USC § 103 

14. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject matter 
sought to be patented and the prior art are such that the subject matter as a whole would have 
been obvious at the time the invention was made to a person having ordinary skill in the art to 
which said subject matter pertains. Patentability shall not be negatived by the manner in which 
the invention was made. 

15. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

16. Claims 10, 11, 13, 14, 15, and 16 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Csongor (US 4,447,156) in view of Barr (US 5,988,866). 
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The patent to Csongor '156 discloses a mixing device comprising a shaft (S), a 
front ring (3) and an end ring (1 B) connected to the shaft at a distance from each other, 
and a stationary mixing ring (2), the front ring and the end ring in each case have at 
least one channel (3E) or (1H), respectively, which runs axially parallel, at an angle in 
relation to the axis of the shaft or helically, and has in each case at least two regions of 
different outside diameters (Figs. 1 , 3, 4), of which the region with the smaller outside 
diameter is respectively located on the side facing the mixing ring 2, and the mixing ring 
2 overlapping regions such as 1 A or 1C of the other rings; the mixing ring 2 has on its 
inner side channels 2G which run axially parallel and are arranged offset in relation to 
each other; the section 1C being smooth; the device can be connected on both sides to 
an adjacent device via threaded connections as seen in Fig. 4; the device used in a 
screw machine (Fig. 2); and the device in connection with a screw tip 4 or 5. The patent 
to Csongor does not disclose the mixing ring being loose. 

The patent to Barr '866 discloses an analogous mixing device for a screw 
machine including a front ring 40 and an end ring 25 connected to shaft 10 at a distance 
from each other, and a mixing ring 12 that is loosely mounted between the rings 40 and 
25 and rotatable with respect to the shaft 1 0 and the rings 40 and 25. 

Accordingly, it would have been obvious to one having ordinary skill in the art, at 
the time applicant's invention was made, to have mounted the mixing ring of Csongor 
'156 such that it is loosely mounted between the front and end rings and rotatable with 
respect to the shaft and the rings as taught by Barr '866 for the purposes of providing 
large flow capacities and optimum mixing results, to provide thorough mixing and 
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continuous flow of the materials by virtue of the mixing ring not being mechanically 
coupled to the shaft or rings or any other part of the apparatus thereby permitting the 
loose mixing ring to effectively aid in the mixing function (col. 1 , lines 65-67 and col. 2, 
lines 44-48). 

17. Claim 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Csongor (US 4,447,156) in view of Barr (US 5,988,866) as applied to claim 10 
above, and further in view of Barr (US 4,779,989). 

Csongor (US 4,447,156) in view of Barr (US 5,988,866) do not disclose the 
shaft having a circumferential channel within the mixing ring. The patent to Barr '989 
discloses an analogous mixing device for a screw machine including a mixing ring 40 
surrounding an end portion of a screw shaft 14. The portion of the screw shaft within 
the mixing ring 40 has circumferential channels 38A or 38B between the end portions of 
the mixing ring 40. It would have been obvious to one having ordinary skill in the art, at 
the time applicant's invention was made, to have provided the portion of the screw shaft 
within the mixing ring of Csongor (US 4,447,156) in view of Barr (US 5,988,866) with 
circumferential channels as taught by Barr '989 for the purpose of subdividing the shaft 
portion into multiple sections within the mixing ring (col. 4, line 25-31). 

Conclusion 

18. The prior art made of record and not relied upon is considered pertinent. to 
applicant's disclosure. 
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1 9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Charles E. Cooley whose telephone number is (571) 
272-1 139. The examiner can normally be reached on Mon-Fri. The examiner's 
supervisor, Wanda Walker can be reached on (571 ) 272-1 1 51 . The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




Charles E. Cooley 
Primary Examiner 
Art Unit 1723 

10 November 2006 



